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CNIPA's Stand on Brand Piracy: Rejecting Not-for-Use Trademark Applications

On 25 November 2019, China National Intellectual 

Property Administration (CNIPA) held a regular press 

conference for the fourth quarter of 2019 in Beijing. 

Jianhua SONG, director of legal affairs of CNIPA, spoke 

at the press conference regarding the recent Brand 

Piracy and large-scale trademark hoarding activities. 

“CNIPA will implement stricter rules against bad-faith 

applications, reject applications where there is no 

intention to use. The ‘Intend to Use’ concept will be 

considered as an important basis throughout the 

examination,” said Ms. Song.

In the meantime, State Administration for Market 

Regulation and CNIPA solicited opinions from various 

sectors of society, including relevant ministries, trade 

associations and market entities and released new 

Provisions on the Regulation of Trademark Applications 

(the Provisions) which took effect on 1 December 2019.

The Provisions, containing 19 articles in total, define the 

factors to be considered in the examination of malicious 

applications. In a bid to enhance the operability and 

transparency of trademark examination, the Provisions 

specify what can be taken into account when determining 

whether a trademark application is a “malicious and not 

intend to use” one, including: 

1) the number of trademarks and classes applied for by 

the applicant, and previous trademark 

assignment/transaction activities of the applicant; 

2) the industry in which the applicant operates and the 

status of its business;

3) whether the applications are similar to or identical with 

others’ trademarks with certain reputation;

4) whether the applications are similar to or identical with 

celebrities’ names, trade names,  abbreviations of trade 

names, etc.

Source: Intellectual Property Protection in China



Preview of 2020 INTA Annual Meeting with Jiaquan IP Law

We are pleased to announce that Jiaquan will be 

attending 2020 INTA in Singapore as what we have done 

for years. 

We will moderate two Table Topics at INTA. One is What 

would you say are the most frustrating points about 

the Chinese trademark practice, by Peter LI, and the 

other is about How to get higher damages in IP 

infringement litigation, by Lucy CHEN. Both Topics are 

scheduled for Tuesday breakfast on April 28, 2020. It will 

be a great networking opportunity to discuss topics of 

interest with a small group of like-minded professionals, 

and we look forward to meeting you there. 

Meanwhile, we are proud to announce Jady XU and 

Mango PENG have been appointed to INTA Committees 

for the 2020-2021 term. Jady will serve as a member of 

INTA Bulletin Committee, which contributes a 

substantial portion of the content for the INTA Bulletin and 

the INTA China Bulletin. Mango has been selected to the 

Anticounterfeiting Committee. This group of INTA 

members evaluates treaties, laws, regulations, 

procedures and other enforcement mechanisms with 

respect to anticounterfeiting and enforcement; and 

advocates policies to advance protection against 

counterfeiting and infringement; provides 

anticounterfeiting and enforcement education.

We can’t wait to see you in Singapore!



Analysis on Evidence for Design Patent Invalidations

Case Review

A patentee owned a Chinese design patent for a door panel, and later found that a stainless 

steel company in Guangdong (hereinafter referred to as Company A) manufactured and sold 

the door panel products without permission, which infringed the design patent. Thus, the 

patentee filed a lawsuit before Guangzhou Intellectual Property Court, requesting that 

Company A cease the infringement.

In August 2018, upon receipt of the court summons from the Court, Company A entrusted 

Jiaquan to file a patent invalidation request against the design patent and to respond to the 

lawsuit.

The design patent was finally invalidated (see below example Case 3), so the lawsuit was 

withdrawn by the plaintiff.

Case Focus 

For invalidation of a design patent, can the products not in the same or approximate category 

be used as evidence to evaluate the stability of the design patent?

Legal Basis 

Article 23(2) of Patent Law of the People’s Republic of China: Designs for which the patent 

right is to be granted shall be ones which are distinctly different from the existing designs or the 

combinations of the features of existing designs.

Section 6. 2. 3, Chapter Five Part IV of the Guidelines for Patent Examination: The design of 

product which is produced by merely aggregating the prior design of shape for the product with 

the prior pattern, colour or their combination; or by replacing the pattern, colour or their 

combination in one prior design with those in another prior design, is an obvious inspiration for 

the combination.
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Our Comments 

The prior designs (comparison objects) mentioned in the 

Article 23 (2) of the Patent Law include three situations. We 

will discuss them and further provide some examples.

·A single design

The most common ground and evidence used in design patent 

invalidations is comparison between the design patent and a 

prior design of the product in same or approximate category. 

Comparison shall be focused on whether the parts can be 

easily seen in use, whether it is usual design, whether it is 

exclusively determined by the function of a product, and 

whether the difference lies in slight changes in some fine 

details. 

But if the patent concerned is transformed from a prior design, 

which is not common, the prior design is not always utilizable. 

Only when there is an inspiration for the specific transformation 

in the prior design for the product in the same or approximate 

category, could the prior design be used in comparison. The 

following types of transformation fall into the circumstances 

where there is an obvious inspiration for the transformation: 

simply adopting the basic geometric shape; simply simulating 

the entire or partial shape, pattern, colour of a natural object, 

the original form of a natural landscape, a well-known building 

or work; and designs for products like toy, decoration, food, 

which is transformed from a design of other categories of 

product. 

Case 1: Hanging Accessory (Television) --a decoration 

transformed from the design of other types of product

Case 2: House (ship type) -- a simple simulation of the entire 

or partial shape, pattern, colour of a well-known work

·Combination of prior designs or the features

(1) A design which is generated by merely aggregating multiple 

prior designs or their slightly changed forms for the product of 

the same or approximate category;

Patent concerned（Hanging

accessory）

Evidence

（Prior design of a

television）

Picture

Patent concerned

(House)

Evidence

(Screenshot from Titanic)

Picture



(2) a design which is generated by replacing the design 

features with those of a prior design or its slightly changed 

form of the product of the same or approximate category; and

(3) a design which is generated based on the current design 

by further aggregating the pattern or colour, or both, of prior 

designs; or by replacing the pattern or colour, or both of one 

current design with those of another prior design.

Among the above, the first and the second are the most 

common ground and evidence used in design patent 

invalidations. Both limit the involved products to be in the 

same or approximate category.

The third one is relatively not common. But in this case, it is 

not necessary to consider if the involved products are in the 

same or approximate category or not.

Case 3: Door Panel (With swastika pattern)

Conclusion of invalidation:

Evidence 1 is a product of a similar category to the patent 

concerned. The overall shape of Evidence 1, the pattern 

design in Evidence 2, and Tuanshou pattern in Evidence 3 are 

independent design features with independent visual effects, 

where the inspiration of combination is obvious. They can be 

combined for comparison with the patent concerned.

Comparing the patent concerned and the combined design, 

both are rectangular plates, decorated with patterns extended 

in four directions. The main pattern are the pattern of “卐” 

connected end to end, and Tuanshou pattern is filled in the 

blank space separated by the four connecting lines. The 

differences between both are the direction of rotation and the 

specific connection of the “卐” pattern, which are slight 

changes in details, and do not influence the overall visual 

effect. Thus, the patent concerned is not distinctively different 

from the prior designs combined from evidence 1-3.

·Transformation + Combination

With respect to the judgment on transformation of the prior 

design and combination of the prior design or its design 

features, it could be made as the following steps, according to 

the Guidelines for Patent Examination: 

(1) determine the content of the prior design, including shape, 

pattern, colour or their combination;

(2) compare the prior design or its design features with the 

respective part of the patent concerned; 

(3) make sure that the prior design or its design features are 

identical with the respective part of the patent concerned, or 

the two only have very minor difference;

(4) determine whether there is an inspiration for the specific 

transformation and/or combination in the prior design for the 

product of the same or approximate category.

The patent
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(With swastika

pattern)
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plate)
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from China Silk Pattern
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Case 4: Telephone (Piano)

From the above analysis, it can be concluded that in design patent invalidations, evidence used to evaluate patentability is not 

always limited to the same or approximate category of products. The corresponding design features of the patent concerned which 

have been disclosed in other category of products can be used as evidence in invalidation if it involves transformation, or 

combination of the existing shape, pattern, colour, or a combination thereof. It also reflects that the legislative intent of design patent 

is to encourage truly innovative design, instead of simply transforming the products from other categories, or simply combining and 

replacing existing shape, pattern and colour, etc. Fighting against the latter behaviors is also beneficial for the protection of public 

interest.

The patent concerned -- Telephone (Piano)

Picture

Evidence 1 (Telephone in grand piano shape) Evidence 2 (Grand

piano)

Picture
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