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New Patent System in Hong Kong, China 
Will Be Implemented on 19 December 2019

According to the Hong Kong SAR Government’s news 

website, Hong Kong will introduce a new patent system for 

standard patent, which will be another option for the 

applicants who seek protect protection in this region. The 

amendments of Patents Ordinance and Patent Rules were 

published on 11 October 2019, and the new patent system 

will be implemented on 19 December 2019.

Under the new system, applicants can file standard patent 

applications directly in Hong Kong, which is no longer limited 

to the current “re-registration” system. That is to say, it is not 

necessary to first file patent applications with other 

designated patent offices and then register them in Hong 

Kong. The original system of patent registration remains the 

same, so there will be a dual system for filing standard patent 

in Hong Kong, China.

The new patent system also optimizes the short-term patent 

system and prohibits the use of certain misleading or 

confusing titles or descriptions in Hong Kong in relation to 

patent practices.

According to the Hong Kong Commerce and Economic 

Development Bureau, implementation of the new patent 

system is a milestone of its development, and beneficial for 

Hong Kong on the road to become a trading centre for 

innovation and intellectual property.

We consider that such new system is a good option for the 

applicants who do not plan to seek protection in Mainland 

China or United Kingdom. To those applicants who have filed 

applications in China, Europe or United Kingdom, the original 

system of patent registration will still be the first choice.

Source: IPR Daily
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1. What is civil patent enforcement?

Any party who exploits a granted patent without consent of the patentee shall be seen as a 
violation of the patent right. The patentee or the interested party may bring a suit before the 
people's court.

2. Who can bring an infringement lawsuit to the people's court alone?

The patentee, the licensee of an exclusive license, the licensee of a sole license (when the 
patentee does not apply), and a simple licensee (with the explicit authorization of the 
patentee).

3. Which court has jurisdiction over an infringement lawsuit?

The intermediate people's court of the city where the infringement occurs or where the 
defendant is domiciled. If such cities happen to be Beijing, Shanghai or Guangzhou, lawsuits 
can only be filed with local IP courts. For Shenzhen, it should be the Shenzhen Intermediate 
People's Court that handles infringement cases. For some areas where IP tribunals have been 
established (as part of intermediate people's courts), lawsuits can only be brought to those 
intermediate people's courts with jurisdiction and established IP tribunals.

4. Which documents need to be notarized and legalized when the plaintiff/defendant is a 
foreign entity/individual?

1) Power of Attorney; 

2) For an entity: business certificate, identity certificate of the corporate representative, 
passport of the representative; 

For an individual: passport.



5. Whether a patent evaluation report is required?

For the registration and trial, the patent evaluation report is not 
a necessary document. It does not affect the court's hearing 
when a patent evaluation report is absent. According to the 
needs of the trial of the case, the people's court may require 
the plaintiff to submit a search report or a patent evaluation 
report.

6. What are the benefits of having a patent evaluation 
report?

The patentee could be more informed of the validity and 
stability of the patent, in the meantime, it is also an important 
piece of evidence for the trial and handling of patent 
infringement. In addition, if the report suggests that the patent 
is not vulnerable to any novelty or inventive steps-destroy prior 
arts, it can somewhat prevent the infringer from initiating patent 
invalidation and then request suspension of the on-going 
litigation.

The patent evaluation report is, however, a necessary 
document for complaints of utility models or design patents 
infringements on an e-commerce platform.

7. What are the common ways to have evidence fixed?

Notarial purchase, lawyer's witness, evidence preservation in 
litigation, administrative investigation and seizure, timestamp, 
etc.

8. What is a Patent Infringement Notice and what is its 
main contents?

It refers to that after the evidence of infringement is fixed, a 
letter is sent to the alleged infringing party so that both parties 
can reach a settlement before litigation and avoid litigation 
fatigue. The main contents are as follows:

Have the alleged infringer confirmed the infringement situation 
in a timely manner, stopped producing, selling and offering to 
sell the same, minimized or reduced the negative impact on 
the patentee caused by the alleged infringing products by 
taking down, destroying the same;

Actively contact with the patentee for a deal;

The patentee reserves the right to claim for the loss caused by 
the infringement through legal means;

Further legal actions will be taken if the alleged infringer fails to 
reply within the prescribed time.

9. What claims should be made when filing an 
infringement lawsuit?

Including but not limited to the following points:

Order the defendant to stop the infringement action 
immediately. Depending on the circumstances of the case, the 
defendant may be ordered to stop producing, selling and 
offering to sell the infringing products, and destroy the 
inventory and mould (if any);

Order the defendant to compensate the plaintiff for the 
economic loss caused by the infringement;

Order the defendant to compensate the plaintiff for the 
reasonable expenses (such as lawyer’s fee, notarization fee, 
product purchase fee, travel expense, etc.) paid by the plaintiff 
to stop the infringement;

Order the defendant to bear the official costs of the case.

10. How long does it usually take from filing a pleading to 
receiving a notice of acceptance of a case?

At present, many courts adopt the practice of online filing, 
followed by paper filing materials. Generally, it takes two weeks 
to receive the filing acceptance notice, time varies from 



different courts in different regions though.

11. What is property preservation in litigation, and when it 
should be raised?

The so-called property preservation refers to the application for 
the court to seal up / freeze the defendant's account or plant 
and other properties, so as to ensure that the defendant has 
properties available for execution to compensate the plaintiff 
after the plaintiff wins the lawsuit.

A plaintiff may request property preservation together with the 
intelligence of the defendant's properties and other materials 
to the court at the time of filing or amid the lawsuit.

Property preservation generally requires guarantee provided 
by the applicant. Such guarantee could be cash, real estate, 
and the like, or Letter of Guarantee of a qualified insurance 
company.

Whether to grant property preservation shall be left to the 
discretion of the court.

12. When will the court summons be received and when 
will the hearing begin?

The specific service time of a summons shall be determined 
by the court, so does the hearing time and there are no clear 
provisions in these regards.

13. How long does the first instance last?

According to the relevant provisions of the Civil Procedural 
Law, the trial time limit of the people's court for the trial of civil 
cases of the first instance by applying ordinary procedures is 6 
months. If there are special circumstances that such a limit 
needs to be extended, it could be extended in accordance with 
the relevant provisions of the procedural law. 

At present, there is a backlog of IP cases in courts, meaning 
the time limit may be extended.

14. What are the defenses in patent infringement 
litigation?

(1) Patent validity defense (such as patent deemed invalid due 
to annual fee non-payment, patent deemed invalid due to the 
patentee's written declaration of abandonment of the patent, 
patent invalidated by of effective legal document); (2) prior 
art/design defense and conflicting application defense; (3) prior 
user right defense; (4) legitimate source defense (for those 
who use or sell the patented product); (5) limitation of actions 
defense; (6) exhaustion of rights defense; (7) non infringement 
defense, including the difference argument, principle of 
donation, prosecution history estoppel, etc.; (8) patent 
invalidation claim, etc.

15. Can all patents be used for litigation?

No. A patent is enforceable in where it is granted. Patents that 
are granted in Hong Kong, Macao, Taiwan and abroad cannot 
be enforced in mainland China. Timing is another issue. Only 
patents that have been granted and are still valid at the time of 
the infringement occurs, can be enforced.

16. The examination period of an invention patent is long. 
Can a pending patent be used to fight against 
infringements after its publication?

No. According to Article 13 of the Patent Law, after the 
publication of an application for a patent of invention, the 
applicant may ask the entity or individual that exploits its 
invention to pay appropriate fees. To exploit a pending patent, 
by nature, it is not an act of "infringement”. Within the 
temporary protection period - the gap between publication and 
grant of a patent – of a patent, the applicant is not yet a 
patentee and an applicant does not have the patent right 



granted by the law.

17.The protection term of a patent starts from its 
application date, does that mean it is enforceable from 
the application date?

No. The exclusive right of a patent will only come into force 
when after granted and it takes a certain period of time for 
that, therefore, the actual protection term of a patent is shorter 
than the legal one. 

18. What time limit does the defendant need to pay 
attention to after receiving the copy of the pleadings?

It is necessary to pay attention to the deadline for responding 
and supplementing evidence, which is generally 15 days and 
one month, respectively.

19. What is the criterion for suspending the hearing 
pending for the outcome of a patent invalidation?

Where the defendant requests to suspend the hearing in a 
dispute over the patent right of a utility model or design, it 
shall make a request for invalidation of the plaintiff's patent by 
the deadline of responding.

20. How the amount of compensation for patent 
infringement is being determined?

It’s firstly subject to the actual loss suffered by the patentee 
due to the infringement.

Where it is difficult to determine the actual loss, it may be 
determined in accordance with the profits earned by the 
infringer as a result of the infringement.

Where it is difficult to determine the losses which the patentee 

has suffered or the profits which the infringer has earned, the 
amount may be assessed by reference to the appropriate 
multiple of the amount of the royalties of that patent under 
contractual license. The amount of compensation shall also 
include the reasonable expenses paid by the patentee to put 
an end to the infringement.

Where it is difficult to determine the loss of the patentee, the 
profits which the infringer has earned and the royalties for 
patent licensing, the people's court may, according to the type 
of patent, the nature and circumstances of the infringement, 
determine the compensation to be between RMB 10,000 and 
RMB one million. (The statutory compensation will become 
RMB 100,000 to RMB 5,000,000 after the new Patent Law is 
effective)

21. What procedures could be sought if dissatisfied with 
the first instance?

Either party could appeal the case to the next level court. 
From January 1, 2019, the court of the second instance for 
invention and utility model related case is the Supreme 
People's Court, and the court of the second instance for the 
design patent is the Higher People's Court of the place where 
the court of the first instance is located.

22. How long does the second instance last?

Article 176 of the Civil Procedural Law: the people's court 
shall conclude the trial of an appealed case against the 
judgment within three months from the date of filing of the 
second instance. If there are special circumstances that such 
a limit needs to be extended, it could be extended in 
accordance with the relevant provisions of the procedural law. 

At present, there is a backlog of IP cases in courts, meaning 
the time limit may be extended.
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